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DETAILED ACTION 

1 . Preliminary Amendment, received on 24 February 2005, has been entered into 
record. 

2. Claims 1-56 are presented for examination. 

Priority 

3. The claim for priority from PCT/US03/26637 filed on 25 August 2003 and the US 
Provisional Application 60/405,848 filed on 24 August 2002 is duly noted. 

Specification 

4. The disclosure is objected to because of the following informalities: 

a. in page 2, line 6 (of amendment submitted 24 February 2005): "by 
referenced in their" should read -by reference in their-. 
Appropriate correction is required. 

Claim Objections 

5. Claims 1-2, 8, 19, 22, 27, 39, 42, 44, 46, 53-54 and 56 are objected to because 
of the following informalities: 

a. Claims 1,19, 42, 46, 53-54 and 56 set forth a plurality of elements or 
steps, but each element or step is not separated by a line indention. See 37 
CFR1.75(i). 
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b. In claim 2, line 2: "a user computer" is unclear if it relates to "a user 
computer" (claim 1, line 1); 

c. In claim 8, line 2: "the software vendor" lacks antecedent basis; 

d. In claim 1 9, line 3: "a user computer" is unclear if it relates to "a user 
computer" (claim 19, line 2); 

e. In claim 22, line 2: "the user" and "the software vendor" lack antecedent 
basis; 

f. In claim 27, line 1 : "a feature" is unclear if it relates to "a feature" (claim 
19, line 1); 

g. In claim 39, line 2: "through a through an Internet" should read -through 
an Internet-; 

h. In claim 44, line 2: "a user" is unclear if it relates to "a user" (claim 42, line 
3); 

i. In claim 54, line 3: "the user computer" lacks antecedent basis. 
Appropriate correction is required. 



Drawings 

6. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because: 

a. reference characters "60" and "55" have both been used to designate "full 
software package" (page 7, lines 15-17); 
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b. reference character "60" has been used to designate both "full software 
package" (page 7, lines 15-16) and "software products" (page 7, line 27); 

c. reference character "80" has been used to designate both "a software 
package" (page 7, line 30) and "system interface" (page 7, line 31). 

7. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because: 

a. they include the following reference character(s) not mentioned in the 
description: 391 (Figure 7); 

b. they do not include the following reference sign(s) mentioned in the 
description: 470, 460A, 460B, 460C, 460D, 480, 490 (page 12, lines 13-19). 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 



Claim Rejections - 35 USC § 101 
8. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 53-55 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are non-statutory for at least the 
reason that they are not tangibly embodied in a manner so as to be executable (i.e. 
stored on a computer readable medium, specifically not including a carrier wave or 
other transmission medium). Further, the data structures of claims 53-54 and the 
software package of claim 55 are non-functional descriptive material since no requisite 
functionality is present to satisfy the practical application requirement; thus, the data 
structures and software package may also be considered to be merely arrangements of 
data, which is again non-statutory. 

Claim 56 is rejected under 35 U.S.C. 101 because the claimed invention lacks 
patentable utility. Claim 56 is directed toward a method for determining a computer box 
identifier. The claim is directed to a judicial exception; as such, pursuant to the Interim 
Guidelines on Patent Eligible Subject Matter (MPEP 2106), the claims must have either 
physical transformation and/or a useful, concrete and tangible result. The claims fail to 
include transformation from one physical state to another. Although, the claims appear 
useful and concrete, there does not appear to be a tangible result claimed. Merely 
obtaining and combining would not appear to be sufficient to constitute a tangible result, 
since the outcome of the obtaining and combining step has not been used in a 
disclosed practical application nor made available in such a manner that its usefulness 
in a disclosed practical application can be realized. As such, the subject matter of the 
claims is not patent eligible. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



1 0. Claims 1 -2, 4-1 4, 1 9, 21 -26, 29-32, 37-48, 53, and 55-56 are rejected under 35 
U.S.C. 102(e) as being anticipated by Cronce (US 2003/0156719 A1). 
As to claims 1,19 and 42, Cronce discloses a system and method for delivery of a 
secure software license for a software product, the system and method having: 

a user requesting activation of an inactive feature originally present 
in the software package (0035, lines 1-3); 

the user computer transmits a request for a feature activation license 
to a remote server of a software vendor (0035, lines 1-3); 

the remote server receives the request (0035, lines 1-3); 
the remote server processes the request (0035, lines 7-9); 
the remote server sends the feature activation license to the user 
computer (001 1 , lines 1 9-22); 
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the user computer receives the feature activation license (001 1 , lines 
19-22); 

the user computer activates the inactive feature (001 1 , lines 19-22). 
As to claim 2, Cronce discloses: 

sending a request for activation of the inactive feature from a user 
computer to the remote server before the feature activation license is 
received by the remote server (0030, lines 7-12). 
As to claim 4, Cronce discloses: 

wherein the inactive feature is activated (i.e. full features) 
automatically in response to a particular event (0037, lines 6-7). 
As to claim 5, Cronce discloses: 

wherein the particular event is an expiration date (i.e. demo period) 
(0037, lines 8-9). 
As to claim 6, Cronce discloses: 

wherein the particular event is activation of another related inactive 
feature (i.e. full features) (0037, lines 6-7). 
As to claims 7, 21 and 43, Cronce discloses: 

wherein the feature activation license is authenticated (i.e. validates) 
before the inactive feature is activated (0040, lines 1-4). 
As to claims 8, 22 and 44, Cronce discloses: 
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wherein currency is exchanged from a user of the software package 
to the software vendor in exchange for the feature activation license (0035, 
lines 1-3). 

As to claims 9 and 24, Cronce discloses: 

wherein the inactive feature is activated for a set period of time 
(0037, lines 11-14). 
As to claims 10 and 25, Cronce discloses: 

wherein a plurality of inactive features are activated (i.e. fully enabled) 
concurrently (0037, lines 11-14). 
As to claims 1 1 and 29, Cronce discloses: 

wherein the feature activation license (i.e. license response) is 
encrypted (0036, lines 8-10). 
As to claims 12 and 30, Cronce discloses: 

wherein the feature activation license is encrypted via a shared 
symmetric key (0036, lines 8-10). The examiner asserts that it is well known to 
use a shared symmetric key because it is another method of encryption that can 
be used. 

As to claims 13 and 31 , Cronce discloses: 

wherein the feature activation license is encrypted via an asymmetric 
private key (0036, lines 8-10). 
As to claims 14 and 32, Cronce discloses: 
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wherein the feature activation license is verified via a plurality of 
digital certificates (0041, lines 1-4; 0042, lines 1-6). 
As to claim 23, Cronce discloses: 

wherein the inactive feature is activated on a single computer (0040, 
lines 9-11). 
As to claim 26, Cronce discloses: 

wherein the inactive feature is activated for a specific device (0040, 
lines 9-11). 
As to claim 37, Cronce discloses: 

wherein the feature activation license is obtained electronically 
(0035, lines 9-11). 
As to claim 38, Cronce discloses: 

wherein the feature activation license is obtained through email 
(0035, lines 9-11). 
As to claim 39, Cronce discloses: 

wherein the feature activation license is obtained through a through 
an Internet web interface (0064, lines 1-5). 
As to claim 40, Cronce discloses: 

wherein the feature activation license is obtained via FTP (0064, lines 
1-5). The examiner asserts that it is well known to use FTP for file transfers 
through an Internet web interface because it is functionally equivalent to other 
methods of file transfers. 
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As to claim 41 , Cronce discloses: 

wherein the feature activation license is obtained via SCP (0064, lines 
1 -5). The examiner asserts that it is well known to use SCP for file transfers 
through an Internet web interface because it is functionally equivalent to other 
methods of file transfers. 
As to claim 45, Cronce discloses: 

wherein the feature activation license is obtained through a human 
interaction (i.e. over the phone) (0035, lines 1-9). 
As to claim 46, Cronce discloses: 

a system information interface (0065, lines 1-3); 

a device information segment on the system information interface 
wherein the device information segment shows a product identification and 
a box identification (0062, lines 1-3, 6-9, 13-15); 

a software list segment on the system information interface wherein 
the software list segment shows a plurality of installed software packages 
(0040, lines 6-9); 

a feature activation list segment on the system information interface 
wherein the feature activation list shows a status of installed features 
related to an individual installed software package (0086, lines 5-13); 

a software upgrade/installation interface on the system information 
interface wherein the software upgrade/installation interface is utilized for 
selectively activating an inactive feature (0058, lines 12-16). 
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As to claim 47, Cronce discloses: 

wherein the software list segment is further comprised of a name, a 
version, a description and an install date each of which is related to the 
individual software package (0086, lines 1-5). 
As to claim 48, Cronce discloses: 

wherein the feature activation list segment is further comprised of a 
description, an activation date, an expiration date and a status each of 
which is related to an individual installed feature of the individual installed 
software package (0098, lines 7-9). 
As to claim 53, Cronce discloses: 

a box identification corresponding to the user computer (0062, lines 

6-9); 

a box feature identification that has a list of features to be activated 

(0040, lines 6-9). 
As to claim 55, Cronce discloses: 

A software package which has inactive features that can only be 
activated through obtaining a feature activation license (0058, lines 4-5, 12- 
16). 

As to claim 56, Cronce discloses: 

obtaining a MAC identifier (0062, lines 6-9); 

obtaining a system information component relating to the computer 

box (0062, lines 6-9); 
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combining the MAC identifier and the system information component 
into the computer box identifier (i.e. fingerprint) (0062, lines 9-11). 

1 1 . Claim 54 is rejected under 35 U.S.C. 102(e) as being anticipated by Moshir et al. 
(US 2002/0100036 A1 and Moshir hereinafter). 

As to claim 54, Moshir discloses a system and method for non-invasive automatic offsite 
patch fingerprinting and updating, the system and method having: 

a group identification corresponding to the user computer (0169, 
lines 1-2; 0170, lines 1-3); 

a group feature identification that has a list of features to be 
activated (0174, lines 1-2). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

14. Claims 3, 15-18, 20, 33-36, and 49-52 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Cronce as applied to claims 1,19 and 46 above, and further in 
view of Chou et al. (US Patent 5,222,133 and Chou hereinafter). 
As to claims 3 and 20, Cronce does not disclose: 

wherein the inactive feature is not present in the software package 

and the inactive feature is bundled with the feature activation license. 
Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Chou. 
Chou discloses a method for protecting computer software from unauthorized execution 
using multiple keys, the method having: 

wherein the inactive feature (i.e. modifications) is not present in the 

software package and the inactive feature is bundled with the feature 

activation license (i.e. algorithm) (col. 6, lines 49-56). 
Given the teaching of Chou, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
the teachings of Cronce with the teachings of Chou by providing for a software feature 
that is included with a license. Chou recites motivation by disclosing that protection is 
needed for a subsequently issued modification to a protected software package (col. 3, 
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lines 47-49). It is obvious that the teachings of Chou would have improved the 
teachings of Cronce by providing for an additional feature included with a license in 
order to provide protection for features not included in an original package. 

As to claims 15 and 33, Cronce does not disclose: 

adding a new feature to the software package wherein the new 
feature is encapsulated with the feature activation license. 

Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Chou. 
Chou discloses: 

adding a new feature (i.e. modification) to the software package 
wherein the new feature is encapsulated with the feature activation license 

(col. 6, lines 49-56). 

Given the teaching of Chou, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
the teachings of Cronce with the teachings of Chou by adding a feature that is together 
with a license. Please refer to the motivation recited in respect to claims 3 and 20 as to 
why it is obvious to apply the teachings of Chou to the teachings of Cronce. 



As to claims 16 and 34, Cronce discloses: 
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wherein a user of the software package is given an option of 
obtaining the new feature after requesting the feature activation license 

(0035, lines 1-6). 

As to claims 17 and 35, Cronce does not disclose: 

adding a patch to the software package wherein the patch is 
encapsulated with the feature activation license. 

Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Chou. 
Chou discloses: 

adding a patch (i.e. modification) to the software package wherein the 
patch is encapsulated with the feature activation license (col. 6, lines 49-56). 
Given the teaching of Chou, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
the teachings of Cronce with the teachings of Chou by adding a feature (i.e. patch) that 
is together with a license. Please refer to the motivation recited in respect to claims 3 
and 20 as to why it is obvious to apply the teachings of Chou to the teachings of 
Cronce. 



As to claims 18 and 36, Cronce discloses: 
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wherein a user of the software package is given an option of 
obtaining the patch after requesting the feature activation license (0035, 
lines 1-6). 

As to claim 49, Cronce does not disclose: 

wherein a feature activation license is obtained via the software 
upgrade/installation interface. 

Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Chou. 
Chou discloses: 

wherein a feature activation license is obtained via the software 
upgrade/installation interface (col. 6, lines 49-56). 
Given the teaching of Chou, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
the teachings of Cronce with the teachings of Chou by obtaining a license through a 
software upgrade in order to protect the additional features in the upgrade. Please refer 
to the motivation recited in respect to claims 3 and 20 as to why it is obvious to apply 
the teachings of Chou to the teachings of Cronce. 

As to claim 50, Cronce discloses: 

wherein the feature activation license is obtained through a through 
an Internet web interface (0064, lines 1-5). 
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As to claim 51 , Cronce discloses: 

wherein the feature activation license is obtained via FTP (0064, lines 
1-5). The examiner asserts that it is well known to use FTP for file transfers 
through an Internet web interface and is functionally equivalent to other methods 
of file transfers. 

As to claim 52, Cronce discloses: 

wherein the feature activation license is obtained via SCP (0064, lines 
1 -5). The examiner asserts that it is well known to use SCP for file transfers 
through an Internet web interface and is functionally equivalent to other methods 
of file transfers. 

1 5. Claims 27-28 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Cronce as applied to claim 19 above, and further in view of Moshir. 
As to claim 27, Cronce does not disclose: 

wherein a feature is activated on a plurality of devices. 
Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Moshir. 
Moshir discloses: 

wherein a feature is activated on a plurality of devices (0167, lines 1- 
3; 0168, lines 1-3). 

Given the teaching of Moshir, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
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the teachings of Cronce with the teachings of Moshir by activating a feature of multiple 
devices. Moshir recites motivation by disclosing that updating software on multiple 
machines can be made easier by grouping machines according to function or location in 
order to make bandwidth utilization more efficient for the network (0167, lines 1-3; 0169, 
lines 1 -3). It is obvious that the teachings of Moshir would have improved the teachings 
of Cronce by providing for the activation of a feature on multiple devices by using 
grouping in order to increase bandwidth efficiency. 

As to claim 28, Cronce does not disclose: 

wherein the feature is activated for the plurality of devices via a 
group identifier. 

Nonetheless, this feature is well known in the art and would have been an obvious 
modification of the teachings disclosed by Cronce, as evidenced by Moshir. 
Moshir discloses: 

wherein the feature is activated for the plurality of devices via a 

group identifier (0168, lines 1-3; 0169, lines 1-2; 0170, lines 1-3; 0172, lines 1- 

2). 

Given the teaching of Moshir, a person having ordinary skill in the art at the time of the 
invention would have readily recognized the desirability and advantages of modifying 
the teachings of Cronce with the teachings of Moshir by activating a feature on multiple 
devices using a group identifier. Please refer to the motivation recited above in respect 
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to claim 27 as to why it is obvious to apply the teachings of Moshir to the teachings of 
Cronce. 

Prior Art Made of Record 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Begemann et al. (US 2003/0149579 A1 ) discloses a method of increasing 
functionality of a product. 

b. Randall (US Patent 5,978,916) discloses a system and method for 
updating region-dependent software using a common update module for multiple 
regions. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sarah Su whose telephone number is (571) 270-3835. 
The examiner can normally be reached on Monday through Friday 7:30AM-5:00PM 
EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on (571 ) 272-3795. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sarah Su/ 

Examiner, Art Unit 2131 
/Ayaz R. Sheikh/ 

Supervisory Patent Examiner, Art Unit 2131 



